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PETER F. KRATZ, Administrative Patent Judges. 

WARREN, Administrative Patent Judge. 

DECISION ON APPEAL 
Applicant appeals to the Board from the decision of the Primary 
Examiner finally rejecting claims 1 through 36 in the Office Action mailed 



1 The two month time period for filing an appeal or commencing a civil 
action specified in 37 C.F.R. § 1.304, begins to run from the "Decided" date 
shown on this page of the decision. The time period does not run from the 
Mail Date (paper delivery) or Notification Date (electronic delivery). 
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March 13, 2006. 35 U.S.C. §§ 6 and 134(a) (2002); 37 C.F.R. § 41.31(a) 
(2006). 

We affirm-in-part the decision of the Primary Examiner. 

Claim 1 illustrates Appellant's invention of a component, and is 

representative of the claims on appeal: 

1 . A component suitable for use in an x-ray device, the component 
comprising: 

a body substantially comprised of metal; and 

an emissive coating disposed on at least a portion of the body, the 
coating substantially comprising an inorganic bonded ceramic. 

The Examiner relies upon the evidence in these references (Ans. 3): 2 

McManus US 3,400,882 Sep. 10, 1968 

Tormey US 5,725,808 Mar. 10, 1998 

Bliesner US 6,329,098 Bl Dec. 1 1, 2001 

Appellant requests review of these grounds of rejection advanced on 

appeal by the Examiner (App. Br. 6): 

claims 1 through 36 under 35 U.S.C. § 1 12, first paragraph, as failing to 
comply with the enablement requirement (Ans. 3); 

claims 1, 2, 4 through 15, and 17 through 19 under 35 U.S.C. § 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as being 
obvious over McManus (Ans. 4); 

claims 1, 2, and 4 through 10 under 35 U.S.C. § 102(b) as anticipated by or, 



2 We considered these documents: Appeal Brief filed December 18, 2006; 
Examiner's Answer mailed March 6, 2007; Reply Brief filed May 7, 2007; 
Supplemental Examiner's Answer mailed July 24, 2008; and Supplemental 
Reply Brief filed September 4, 2008. We have not considered the Brief filed 
September 4, 2008. The Brief is improper because a reply brief under 37 
C.F.R. § 41.41 is Appellant's only response to a supplemental answer mailed 
pursuant to a remand by the Board under 37 C.F.R. § 41.50(2)(ii). 
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in the alternative, under 35 U.S.C. § 103(a) as being obvious over Bliesner 
(Ans. 6); 

claims 3, 16, and 20 through 26 under 35 U.S.C. § 103(a) as unpatentable 
over McManus, as applied to claims 1, 2, 4 through 15, and 17 through 19, 
in view of Tormey (Ans. 7); and, 

claim 3 under 35 U.S.C. § 103(a) as unpatentable over Bliesner, as applied 
to claims 1 and 2, in view of Tormey (Ans. 8). 

Appellant argues the claims in the first ground of rejection as a group. 

See, e.g., Reply Br. 4-9. Appellant argues the claims in the second ground of 

rejection as a group and further groups the claims as claims 4 and 17 and 

claims 7 through 10, 18, and 19. See, e.g., Reply Br. 10-12 and 14-15. 

Appellants argue the claims in the third ground of rejection as a group and 

further groups the claims as claims 7 through 10. See, e.g., Reply Br. 13 and 

16-17. Appellant argues the claims in the fourth ground of rejection as a 

group. See, e.g., Reply Br. 18-22. Thus, we decide this appeal based on 

claims 1, 3, 4, and 7. 37 C.F.R. § 41.37(c)(l)(vii) (2006). 

Issue 

The issues in this appeal are whether Appellant has shown that the 
Examiner erred in rejecting claim 1 under 35 U.S.C. § 1 12, first paragraph, 
enablement requirement; and whether Appellant has shown that the evidence 
in McManus and in Bliesner alone and as each is combined with Tormey 
does not support the Examiner's conclusions of prima facie anticipation of 
claims 1, 4, and 7, and prima facie obviousness of claims 1,3,4, and 7 3 in 
the grounds of rejection. 

3 Alternative grounds of rejection under §§102 and 103(a) require separate 
consideration under each statutory provision. See, e.g., In re Spada, 
911 F.2d 705, 707 n.3 (Fed. Cir. 1990). 
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Findings of Fact 

We notice the term "emissivity" is commonly defined in the chemical 
arts as "[t]he ratio of the radiation emitted by a surface to the radiation 
emitted by a perfect blackbody radiator at the same temperature," and is 
synonymous with the term "thermal emissivity." 4 We further notice the 
emissivity of a perfect blackbody is 1 and the emissivity of any other surface 
is less than 1 . We also notice that in addition to measuring emissivity of a 
surface, one of ordinary skill in this art had resource materials reporting the 
emissivity of a large number of surfaces available at the time the present 
application was filed. 

We find Appellant acknowledges with respect to Related Technology: 

[0008] At least some of the attempts at coating the metal 
surfaces ... [of x-ray device components] have been directed to 
improving the emissivity "e" of the coated components so that, 
notwithstanding the extremely high operating temperature of 
the x-ray device, the emissive coating would nonetheless return 
a certain amount of heat back to the interior of the x-ray device, 
thereby reducing the temperature of the component or 
components to which the coating was applied. In other 
situations, it is desirable to provide a component with a coating 
of relatively low emissivity so that the coated component 
retains a significant portion of heat, and thereby substantially 
prevents the destructive transfer of heat to nearby systems and 
components. 

[0009] As discussed in further detail below however, typical 
surface treatments, coatings, and associated processes are 
problematic and, in any event, often result in a component with 
emissivity that is either insufficiently low or insufficiently high, 



4 McGraw-Hill Dictionary of Scientific and Technical Terms 674 (5th ed., 
Sybil P. Parker, ed., New York, McGraw-Hill, Inc. 1994). 
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and that, accordingly, does little to enhance the overall 
durability or performance of the x-ray device. 

Spec. 2 and 4. 

We find McManus would have disclosed to one of ordinary skill in 
the art coating interior 1 1 of the metal chamber of ion pump 10 with ceramic 
material which "may be any suitable ceramic for high vacuum environments, 
preferably a ceramic that is not porous and that has a glazed surface exposed 
to the interior of the vacuum chamber." McManus col. 3, 

I. 67 to col. 4, 1. 3, and Fig. 1. The ion pump has "ion generating means 
[which] is a high voltage electrical field means for generating" ions, wherein 
the voltage can be up to 25,000 volts. McManus, e.g., col. 3, 

II. 42-63, col. 4, 11. 4-19, and col. 5, 11. 26-40. 

We find Tormey would have disclosed to one of ordinary skill in the 
art ceramic compositions for ceramic-on-metal circuit boards wherein ZnO- 
MgO-B 2 0 3 -Si0 2 glass compositions contain an oxide filler to reduce 
shrinkage in the x, y direction and adjust the thermal coefficient of 
expansion (TCE) relative to the KOVAR alloy support substrate of the 
circuit board when the composition is fired at 850-900°C to form the ceramic 
on the circuit board KOVAR alloy substrate. Tormey col. 5, 1. 33 to col. 6, 1. 
3, and Table V; see also , e.g., col. 1, 11. 1 1-27, col. 2, 11. 14-53, and col. 3, 11. 
12-49. 

We find Bliesner would have disclosed to one of ordinary skill in the 
art a rechargeable electrolytic cell wherein the main cell liner 7 is a stainless 
steel shell coated "with an electrically insulating ceramic which is also non- 
wetting and chemically inert relative to the salts and liquid metal . . . [and] 
consists of first a layer of Chromium Carbide applied over the Stainless 
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Steel surface, then a layer of Boron Nitride." Bliesner col. 2, 1. 33 to col. 3, 

I. 15, and Fig. 1. The same ceramic coating is also applied to reaction 
chamber 30, oxidizer tank 2, and electrode housing 3. Bliesner col. 3, 11. 24- 
27, col. 3, 1. 66 to col. 4, 1. 2, col. 4, 11. 43-45 and 57-60, and Fig. 1. Other 
ceramic materials are also used in the coatings. Bliesner, e.g., col. 5, 

II. 27-34, col. 8, 11. 6-16, col. 10, 11. 13-18, col. 1 1, 11. 28-38, and col. 13, 
11. 50-55. 

Claim Interpretation 

The issues in this appeal entail the interpretation of independent claim 
1 and of claims 3, 4, and 7 dependent thereon by giving the terms thereof the 
broadest reasonable interpretation in their ordinary usage in context as they 
would be understood by one of ordinary skill in the art in light of the written 
description in the Specification unless another meaning is intended by 
Appellant as established therein, and without reading into the claims any 
disclosed limitation or particular embodiment. See, e.g., In re Icon Health 
and Fitness, Inc., 496 F.3d 1374, 1379 (Fed. Cir. 2007); In re Am. Acad, of 
Sci. Tech. Ctr., 367 F.3d 1359, 1364 (Fed. Cir. 2004), and cases cited 
therein; In re Morris, 127 F.3d 1048, 1054-55 (Fed. Cir. 1997). 

The plain language of claim 1 specifies any component capable of use 
for any purpose in any x-ray device which comprises at least a metal body 
substrate having a ceramic coating that is emissive to any extent and is 
inorganically bonded to any extent on any portion of the metal body 
substrate. Indeed, we find no definition of the term "inorganically bonded" 
in the Specification which contains the disclosure that a "cured [inorganic 
ceramic] coating adheres well to the underlying substrate." Spec. 8, 
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0020. Thus, we give the term "inorganically bonded" its broadest 

reasonable interpretation in context of the ceramic coating adhering to any 

extent permitted by inorganic ingredients to the metal body substrate. 

The plain language of claim 3 further specifies the emissive ceramic 

coating includes any amount of any oxide filler; claim 4 specifies the 

emissive ceramic coating is dielectric; and claim 7 specifies the emissive 

ceramic coating has an emissivity of about 0.6 or higher. 

Claim 1 : § 112, First Paragraph, 
Enablement Requirement 

In order to establish a prima facie case of non-enablement under 

§ 1 12, first paragraph, the Examiner has the burden of providing a 

reasonable explanation, supported by the record as a whole, why the 

assertions as to the scope of objective enablement set forth in the 

specification are in doubt, including reasons why the description of the 

invention in the specification would not have enabled one of ordinary skill in 

this art to practice the claimed invention without undue experimentation. 

See, e.g., In re Wright, 999 F.2d 1557, 1561 (Fed. Cir. 1993); In re Wands, 

858 F.2d 731, 737 (Fed. Cir. 1988); In re Strahilevitz, 668 F.2d 1229, 1232 

(CCPA 1982); In re Marzocchi, 439 F.2d 220, 223-24 (CCPA 1971). Under 

this statutory provision, the specification must describe the manner of 

making and using the claimed invention so as to enable a person of skill in 

the art to make and use the full scope of the invention without undue 

experimentation. See, e.g., LizardTech, Inc. v. Earth Resource Mapping, 

Inc., 424 F.3d 1336, 1344-45 (Fed. Cir. 2005); Genentech, Inc. v. Novo 

Nordisk, A/S, 108 F.3d 1361, 1365 (Fed. Cir. 1997) (quoting Wright, 

999F.2datl561). 
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Suitable factors for analysis under this statutory provision are set forth 
in Wands, 858 F.2d at 737 (citing Ex parte Forman, 230 USPQ 546, 547 
(BPAI 1986)); see also Warner-Lambert Co. v. Teva Pharms USA, Inc., 418 
F.3d 1326, 1337-39 (Fed. Cir. 2005) (quoting Wands, 
858 F.2d at 736-37). These factors include "(1) the quantity of 
experimentation necessary, (2) the amount of direction or guidance 
presented, (3) the presence or absence of working examples, (4) the nature of 
the invention, (5) the state of the prior art, (6) the relative skill of those in the 
art, (7) the predictability or unpredictability of the art, and (8) the breadth of 
the claims." Wands, 858 F.2d at 737. All of the factors need not be 
reviewed when determining whether a disclosure is enabling. Amgen, Inc. v. 
Chugai Pharm. Co., 927 F.2d 1200, 1213 (Fed. Cir. 1991) (noting the 
Wands factors "are illustrative, not mandatory" and the relevancy of the 
factors is fact dependent). 

We agree with Appellant that the Examiner erred in rejecting claim 1 
under § 1 12, first paragraph, enablement requirement. As Appellant points 
out, the Examiner has not established that, prima facie, the information 
disclosed in the Specification combined with the knowledge of one skilled in 
this art with respect to the emissivity of ceramic materials would not have 
enabled this person to practice the full scope of the invention without undue 
experimentation. 

We agree with Appellant that in applying certain Wands factors, the 
Examiner overlooked the critical factors of the relative skill of one skilled in 
the art and the state of the prior art of which this person would be aware with 
respect to emissivity that is basic to the determination of whether the 
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direction or guidance in the Specification would necessitate undue 
experimentation to arrive at the claimed component encompassed by claim 
1. See, e.g., Supp. Reply Br. 6-7 and 8. See, e.g., In re Howarth, 654 F.2d 
103, 105 (CCPA 1981) (every detail of the invention need not be explained 
because the specification is directed to those skilled in the art with 
conventional knowledge read into the disclosure). Indeed, the Examiner's 
analysis based on certain Wands factors does not account for the knowledge 
of one skilled in this art with respect to emissivity and particularly, the 
emissivity of any coatings substantially comprising any ceramic. Ans. 8-12; 
Supp. Ans. 2-12. 

On this record, we determine that one skilled in this art armed with 
knowledge of emissivity would have recognized from the broad guidance in 
the Specification that any ceramic material which can be inorganically 
bonded to any metal that can be used in any component for any x-ray device, 
will be emissive. Thus, the Specification reasonably enables this person to 
make and use the full scope of the claimed component encompassed by 
claim 1, as we interpreted this claim above, without undue experimentation, 
the examples of preferred ceramic material identified solely by trade name in 
the Specification notwithstanding. 

Accordingly, in the absence of a prima facie case of nonenablement, 
we reverse the ground of rejection of appealed claims 1 through 36 under 35 
U.S.C. § 112, first paragraph, enablement requirement. 
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Rejections Based on Prior Art 
Discussion 

We considered the totality of the record in light of Appellants' 
arguments with respect to claims 1,3,4, and 7 and the grounds of rejection 
advanced on Appeal. See, e.g., In re Kahn, 441 F.3d 977, 985-86 (Fed. Cir. 
2006) ('"On appeal to the Board, an applicant can overcome a rejection by 
showing insufficient evidence of prima facie obviousness or by rebutting the 
prima facie case with evidence of secondary indicia of nonobviousness.") 
(quoting In re Roujfet, 149 F.3d 1350, 1355 (Fed. Cir. 1998); In re Oetiker, 
977 F.2d 1443, 1445 (Fed. Cir. 1992) ("After evidence or argument is 
submitted by the applicant in response, patentability is determined on the 
totality of the record, by a preponderance of evidence with due consideration 
to persuasiveness of argument.") (citing, inter alia, Spada, 911 F.2d at 707 
n.3). 

McManus: Claims 1, 4, and 7 
§§ 102(b) and 103(a) 

We are of the opinion Appellant has not established that the evidence 
in McManus does not support the Examiner's conclusions of prima facie 
anticipation and prima facie obviousness of claims 1, 4, and 7. We cannot 
subscribe to Appellant's arguments that McManus' s ceramic coating is not 
"inorganically bonded" to the metal substrate within our interpretation of 
this claim term above. App. Br. 12-13. Indeed, the ceramic coating must, of 
course, adhere to the metal substrate to at least some extent to remain an 
effective coating thereon. 

We further disagree with Appellant's arguments that McManus' s 
ceramic coating is not emissive. Reply Br. 10-11, 12, and 14-15; Supp. 
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Reply Br. 9-10. We found about that a surface of a material is inherently 
emissive at least to some extent and ceramic surfaces, such as McManus's 
ceramic coatings, including the glazed coating, would be recognized by one 
of ordinary skill in this art to be emissive. In this respect, claim 1 only 
requires that the coating be emissive to any extent. Furthermore, 
McManus's ceramic coatings, including the glazed ceramic coatings, would 
reasonably be expected by one of ordinary skill in this art to have an 
emissivity of 0.6 as required by claim 7. Moreover, this person would 
further reasonably expect McManus's ceramic coatings to be dielectric as 
required by claim 4. 

Accordingly, on this record, we find as a matter of fact that the 
claimed component encompassed by claims 1, 4, and 7 and McManus's ion 
pumps containing a ceramic coating adhered to a metal substrate of the 
pump reasonably appear to be identical or substantially identical. 
Appellant's arguments have not established otherwise. See, e.g., Spada, 
911 F.2d at 708-09 (Fed. Cir. 1990); In re Best, 562 F.2d 1252, 1255-56 
(CCPA 1977); In re Skoner, 517 F.2d 947, 950-51 (CCPA 1975) 
("Appellants have chosen to describe their invention in terms of certain 
physical characteristics .... Merely choosing to describe their invention in 
this manner does not render patentable their method which is clearly obvious 
in view of [the reference]." (citation omitted)). 

Accordingly, we have again evaluated all of the evidence of 
anticipation and of obviousness found in McManus with Appellant's 
countervailing evidence of and argument for non-anticipation and 
nonobviousness, and based thereon we conclude, by a preponderance of the 
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evidence and weight of argument, that the claimed invention encompassed 

by appealed claims 1, 2, 4 through 15, and 17 through 19 would have been 

anticipated as a matter of fact under 35 U.S.C. § 102(b), and would have 

been obvious as a matter of law under 35 U.S.C. § 103(a). 

Bliesner: Claims 1 and 7 
§§ 102(b) and 103(a) 

We are of the opinion Appellant has not established that the evidence 
in Bliesner does not support the Examiner's conclusions of prima facie 
anticipation and prima facie obviousness of claims 1 and 7. We disagree 
with Appellant's arguments that Bliesner' s ceramic coatings are not 
"inorganically bonded" to the metal substrates within our interpretation of 
this claim term above. App. Br. 15-16 and 19. See above pp. 6-7. Indeed, 
the ceramic coatings must, of course, adhere to the metal substrates to at 
least some extent to form a coating thereon. 

We further disagree with Appellant's arguments that Bliesner' s 
ceramic coatings are not emissive. Reply Br. 13 and 16-17; Supp. Reply Br. 
10. We found above that a surface of a material is inherently emissive at 
least to some extent and ceramic surfaces, such as Bliesner' s ceramic 
coatings, would be recognized by one of ordinary skill in this art to be 
emissive. See above pp. 4-5. In this respect, claim 1 requires only that the 
coating be emissive to any extent. Furthermore, Bliesner' s ceramic coatings 
would reasonably be expected by one of ordinary skill in this art to have an 
emissivity of at least 0.6 as required by claim 7. 

Accordingly, on this record, we find as a matter of fact that the 
claimed component encompassed by claims 1 and 7 and Bliesner' s 
components containing a ceramic coating adhered to a metal substrate 
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thereof reasonably appear to be identical or substantially identical. 

Appellant's arguments have not established otherwise. See, e.g., Spada, 

911 F.2d at 708-09 (Fed. Cir. 1990); Best, 562 F.2d at 1255-56; Skoner, 

517 F.2d at 950-51. 

Accordingly, we have again evaluated all of the evidence of 

anticipation and of obviousness found in Bliesner with Appellant's 

countervailing evidence of and argument for non-anticipation and 

nonobviousness, and based thereon we conclude, by a preponderance of the 

evidence and weight of argument, that the claimed invention encompassed 

by appealed claims 1, 2, 4 through 10 would have been anticipated as a 

matter of fact under 35 U.S.C. § 102(b), and would have been obvious as a 

matter of law under 35 U.S.C. § 103(a). 

McManus and Tormey: Claim 3 
§ 103(a) 

We are of the opinion Appellant has not established that the evidence 
in the combined teachings of McManus and Tormey does not support the 
Examiner's conclusions of prima facie obviousness of claim 3. We cannot 
subscribe to Appellant's argument that one of ordinary skill in this art would 
not have combined McManus and Tormey leading to the use of Tormey' s 
oxide filler in McManus 's ceramic coatings. Indeed, Tormey is drawn to 
non-analogous art and this person would not have had a reasonable 
expectation of successfully reducing the shrinkage of the resulting ceramic 
coatings and aligning the TCE of the resulting ceramic coating with that of 
the metal substrate as suggested by Tormey. Reply Br. 18-22; Supp. Reply 
Br. 11. See above p. 5. 
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We agree with the Examiner that one of ordinary skill in this art 
would have reasonably inferred from McManus that the high voltage load 
would result in high operating temperatures. 5 Supp. Ans. 17-18. We 
determine the problems of high operating temperatures on the ceramic 
coatings of McManus' s component and the use of oxide filler in ceramic 
compositions to address high temperature problems by Tormey would have 
commended Tormey' s use of oxide filler in the ceramic composition to the 
attention of one of ordinary skill in this art faced with high operating 
temperatures in McManus even though Tormey is in an unrelated area of 
endeavor. See, e.g., In re Clay, 966 F.2d 656, 659-60 (Fed. Cir. 1992). 6 In 
this respect, we further determine this person would have had a reasonable 
expectation of success in modifying McManus's ceramic coatings with 
oxide filler to adjust the properties of the coatings to the operating 
temperatures with respect to the shrinkage of the ceramic coating as well as 



5 It is well settled that a reference stands for all of the specific teachings 
thereof as well as the inferences one of ordinary skill in this art would have 
reasonably been expected to draw therefrom, see In re Fritch, 972 F.2d 
1260, 1264-65 (Fed. Cir. 1992); In re Preda, 401 F.2d 825, 826-27 (CCPA 
1968), presuming skill on the part of this person. In re Sovish, 769 F.2d 738, 
742-43 (Fed. Cir. 1985). 

6 A reference is reasonably pertinent if, even though it may be 

in a different field from that of the inventor's endeavor, it is one 
which, because of the matter with which it deals, logically 
would have commended itself to an inventor's attention in 
considering his problem. Thus, the purposes of both the 
invention and the prior art are important in determining whether 
the reference is reasonably pertinent to the problem the 
invention attempts to solve. 
Clay, 966 F.2d at 659-60. 
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\aligning the TCE of the coating with that of the metal substrate. See, e.g., 
KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007) ("[I]f a technique 
has been used to improve one device, and a person of ordinary skill in the art 
would recognize that it would improve similar devices in the same way, 
using the technique is obvious unless its actual application is beyond his or 
her skill."); In re Keller, 642 F.2d 413, 425 (CCPA 1981)(("[T]he test [for 
obviousness] is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art."); Sovish, 769 F.2d at 742-43 
(skill is presumed on the part of one of ordinary skill in the art); see also, 
e.g., Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1364 (Fed. Cir. 2007) ("the 
expectation of success need only be reasonable, not absolute"); In re 
O'Farrell, 853 F.2d 894, 903-04 (Fed. Cir. 1988) ("For obviousness under 
§ 103, all that is required is a reasonable expectation of success." (citations 
omitted)). 

In reaching our determination, we are mindful of Appellant's position 
that Tormey does disclose that under certain conditions the alignment of 
ceramic layers to each other and to the metal substrate controls the shrinkage 
in the x, y direction. Reply Br. 20-21, citing Tormey col. 3, 
11. 41-44. However, all of the teachings of Tormey must be considered 
including the disclosure that an oxide filler will provide the benefit of 
controlling shrinkage the same direction. See above p. 5. See, e.g., In re 
Lamberti, 545 F.2d 747, 750 (CCPA 1976). Furthermore, we also consider 
Appellant's argument that McManus does not disclose a particular ceramic, 
and thus the use of an oxide filler in the coating of this reference as taught 
by Tormey is one of "obvious to try." Reply Br. 21. The difficulty we have 
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with Appellant's position is that one of ordinary skill in this art would have 

recognized the benefits of using oxide fillers in ceramics from Tormey's 

teachings and would have applied the teachings to other ceramics. See, e.g., 

KSR, 550 U.S. at 420-421 ("When there is a design need or market pressure 

to solve a problem and there are a finite number of identified, predictable 

solutions, a person of ordinary skill has good reason to pursue the known 

options within his or her technical grasp."). 

Accordingly, based on our consideration of the totality of the record 

before us, we have weighed the evidence of obviousness found in the 

combined teachings of McManus and Tormey with Appellant's 

countervailing evidence of and argument for nonobviousness and conclude, 

by a preponderance of the evidence and weight of argument, that the claimed 

invention encompassed by appealed claims 3, 16, and 20 through 26 would 

have been obvious as a matter of law under 35 U.S.C. § 103(a). 

Bliesner and Tormey: Claim 3 
§ 103(a) 

We are of the opinion Appellant has established that the evidence in 
the combined teachings of Bliesner and Tormey do not support the 
Examiner's conclusions of prima facie obviousness of claim 3. Appellant 
submits that Bliesner' s ceramic coatings are prepared from layers of 
chromium oxide and boron nitride which must have certain properties while 
those of Tormey are prepared from glass compositions that contain an oxide 
filler. Reply Br. 23-24. See above pp. 5-6. Appellant argues Bliesner' s 
ceramic coatings are thus different from Tormey's ceramic coatings 
containing oxide filler such that one of ordinary skill in this art would have 
had no reasonable expectation of success in obtaining the shrinkage and 
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TCE properties taught by Tormey if Tormey's oxide filler is added to the 
layers of Bliesner's ceramic coating. Reply Br. 24-25. 

On this record, we agree with Appellant. Indeed, the Examiner has 
not advanced scientific reasoning or evidence establishing that the addition 
of an oxide filler to one or more of the layers of Bliesner's ceramic coatings 
will reasonably result in the shrinkage and TCE properties taught by 
Tormey. Ans., e.g., 18-19; Supp. Ans. 19. 

Accordingly, in the absence of a prima facie case of obviousness, we 
reverse the ground of rejection of appealed claim 3 under 35 U.S.C. 
§ 103(a) as unpatentable over the combined teachings of Bliesner and 
Tormey. 

Summary 

We affirmed the grounds of rejection of claims 1 through 20 based on 
McManus alone and combined with Tormey and of claims 1, 2, and 4 
through 10 based on Bliesner. We reversed the ground of rejection of claims 
1 through 36 under 35 U.S.C. § 1 12, first paragraph, enablement 
requirement, and of claim 3 based on the combined teachings of Bliesner 
and Tormey. 

The Primary Examiner's decision is affirmed-in-part. 
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No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a)(l)(iv). 

AFFIRMED-IN-PART 
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